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DETAILED ACTION 

Status of the Claims 

Claims 1-3 and 5 are pending wherein claims 1-3 are amended; claim 4 is 
canceled; and claim 5 is withdrawn from consideration. 

Status of Previous Rejections 

The previous rejection of claims 1-4 under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which Applicant regards as the invention is withdrawn in 
view of the Applicant's amendments to claim 1 . The previous rejection of claims 
1 -3 under 35 U.S.C. 1 02(b) as anticipated by or, in the alternative, under 35 
U.S.C. 1 03(a) as obvious over Roberts (US 4,021 ,271 ) is withdrawn in view of 
the Applicant's amendments to claim 1 . The previous rejection of claims 1-3 
under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 
103(a) as obvious over Doyle (US 3,310,389) is withdrawn in view of the 
Applicant's amendment to claim 1 . The previous rejection of claim 4 under 35 
U.S.C. 103(a) as being unpatentable over Doyle (US 3,310,389), and further in 
view of Glass et al. (US 5,306,414) is withdrawn in view of the Applicant's 
amendment to claim 1. 

Claim Objections 

Claim 1 is objected to because of the following informalities: In line 9 of 
claim 1, "said a nickel-manganese alloy" should be changed to "said nickel- 
manganese alloy". Appropriate correction is required. 
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Claims 2-3 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 

With respect to the recitation "wherein said metal structure is formed of at 
least two kinds of metal material" in lines 1-2 of claim 2, the Examiner notes that 
in line 7 of claim 1, the metal structure is defined as a nickel-manganese alloy 
(two metals) which is more narrow than "two kinds of metal material". Therefore, 
claim 2 fails to further limit claim 1 . 

With respect to the recitation "wherein said metal structure is a 
microstructure", the Examiner notes that in line 1 1 of claim 1 , "a crystal size of 
said contact probe after annealing is not more than 130 nm". Thus, the structure 
of claim 1 is nanostructure which would not be further limited by a microstructure 
as in claim 3. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Haga et al. (US 
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2004/0104739). 

In regards to claim 1 , Haga et al. (739) discloses a nickel-manganese 
alloy contact probe comprising a plunger portion in contact with a circuit to be 
tested; a spring portion supporting the plunger portion; and a lead line electrically 
connected to the spring portion (First Embodiment, [0035-0042]). Haga et al. 
(739) further discloses that the crystal size of the nickel-manganese alloy is not 
more than 70 nm [0042]. 

With respect to the recitation "annealing has been applied at a 
temperature of 150°C-250°C, not more than a temperature at which crystals of 
said a nickel-manganese alloy start to become larger" in lines 8-1 0 of claim 1 , 
even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was 
made by a different process. MPEP 2113. 

In regards to claim 2, Haga et al. (739) discloses two kinds of metal 
material (i.e. nickel and manganese) (First Embodiment, [0035-0042]). 

With respect to the recitation "annealing has been applied at a 
temperature not more than the temperature at which crystals of the metal 
material start to become larger" in lines 2-4 of claim 2, even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
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depend on its method of production. If the product in the product-by-process 
claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. 
MPEP2113. 

With respect to the recitation "wherein said metal structure is a 
microstructure" in claim 3, the Examiner notes Haga et al. (739) discloses that 
the crystal size of the nickel-manganese alloy is not more than 70 nm [0042] and 
claim 1 recites "a crystal size of said contact probe after annealing is not more 
than 130 nm". Therefore, because the structure disclosed by Haga et al. (739) 
and the instant invention have the same or substantially the same size, it would 
be expected that the structure of Haga et al. (739) would also be a 
microstructure. 

Response to Arguments 

Applicant's arguments with respect to claim 1-3 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jessee Roe whose telephone number is 
(571 ) 272-5938. The examiner can normally be reached on Monday-Friday 7:30 
AM -4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Dr. Roy V. King can be reached on (571) 272-1244. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/John P. Sheehan/ 

Primary Examiner, Art Unit 1793 

JR 



